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n Newly proposed or amended claims non -allowable claims. 

for allowance because. 
Arched 



would be allowable if submitted in a 
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Serial No. 08/956,991 
Art Unit 1644 

SDPPiEMENT TO ADVISORY ACTION 

Claims 1-30 were originally elected. 

aa ta s2-10, 1 2,20and30 W e re ca I1 ceUed ta a 1 epa p: r fi le d 2/ 1 6/00,Pap=rNo.n. 
Claims 31-49 were added in Paper No. 17. 

Claims 11. 13-19and21-29 stand withdrawn as *ing drawn t0 a non-elected — n. 
Claims 1 and 31-49 are under consideration. 

Claim Rejections - 35 V.S.C. § 102 

A person shall be entitled to a patent unless - rf or ^ M b a printed 

States. 

tc filed in Pawr No 17 have been fully considered but they are 
Applicant's arguments filed m Paper ino. 



States 

2. 

not persuasive 



not persuasive. 

action mailed 8/16/99, Paper No. 15. 
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Senberg, etal, absent evidence -* ^^ ould ^ ^ expected t0 
isolaK d for Soufoem blot < £S&». *»* 10 * e 

hybridize to SEQ ID NO: 1 ^^£^ f ^ high homology among the 
cLnry. ^"'"^m- ^0. ih encodes SEQ ID NO 

S Conditions, absent evidence to the contrary. 

v »• nw etal do not teach the claimed invention because 
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argument is not found P™^*?*^ Mention. It is suggested that the 

sasss rssssss- « • -* - wron,ess sequen 

in order to overcome this rejection. 

• a ^i«iUSC 102(b) as being anticipated by 

^ta^^^^^ 

SEQ?D NO*. The F13426 ^^'^^ tquence, as recited to claim 48. 
47 was cloned into a lafmid BA vector and • 4 ^ ftom 

Claims 36 and 37 ate tadndri baause £ ^ vector and thus requires a 
pEMBL vector, which ■ an £ '.cob * /^ced by ATCC Catalog No. 
host (recombinant) cell for ^™f of ^ m gh homology among the 

37395. Claims 33 and 35 ^are mcludol *fff SEQ ID NO: 

absent evidence to the contrary. 

8 The Applicants argue fl-t "^^^ ^ 

Cfaimfejecft^-JSt/.S.C.IIOJ 

, mefoHowingisaquotationof^U.S.C.iiOiwhichformsthebasisfora,, 
^v— SctioisetfortrinuusOmceacuon: 

obUgation of assignment to the same person. 



Serial No. 08/956,991 



Art Unit 1644 ^ unpatentable 

Patent No. 5,525,487). ^ for 

~ 1- „ n n 1 ! One of ordinary skiu m m w n renber& in a method ior 

C ° ntrary ' t rh the claimed invention, and thus 

g A , w «usC 103(a) as being unpatentable 

( „nt No. 5,525,487). ^ ^ 

* F13426 has been discussed, supra. # P 134 ^° ^ . 487 patent teaches that m 

* 13 * ' f „ ns-CAM related protein. However, m r ^ m a 

to^smce of evidence to the contrary. 
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Serial No. 08/956,991 
Art Unit 1644 

tw pi 3426 does not teach that the nucleic acid is located on 
15. The Applicants argue that F13426 does no t However ^ argument is 

chromosome 21 or that it encode s ^^JXomosome or the function of the 
not found persuasive because die ^ Q °^~ proves of the nucleic acid 
encoded sequence ™ 1 ^ ^intntion .Additionally, the Applicants 

and lend no patentable weight to die xtoHM . § ^ f(jund 

argue that there is no ^^^afmo^on, in that it is a general 
persuasive, however, because mvention was ma de, and 

Aching as to what is ^^^^S^bcen motivated to combine 
^X£S2^ " .^426 in order to produce large quantities of 
the protein as taught in col. 3 of Gallatin. 

Allowable Subject Matter 

in SEQ ID NOS: 5-8 or 10, which encodes SEQ ID NU. 11, 
Conclusion 
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Emission. Papers should be f^J^J^^ with the notice published 
in Crystal Malll. The axmgof « THE CM1 FAX CENTER 

^ mq uirv concerning ^—cation or -^^— ^344. 
Examiner should be directed to ^^^"^ Friaay from 8:30 am to 6:00 
The Examiner o "^^tmel^ ma^ St on the Examiner's voice man 
pm. and on altematmg Jphone are unsuccessful, the 

=er^^^ 



